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REMARKS 

Ciaiuis 48-51 ar;d 53-6^ were pending in the preseat applicauou. By virtue of this 
response, ckiims 4S, 5(}, 5 i and 61 have been amended. Accordint^iy, claims 48-51 and 53- 
62 fne currenily under consideration. Araendiiieni and canciilaiion t.U' certain elaims is not to 
be construed as a dedication to the public ol'any of tiie siihjeci maiter ofthe ciainjs as 
previously presented. No new matter has been addeti. 

Response to interview iS«mm«ry 

After a telephone call with the E.Kaminer in February or20i 1, Appiieants .submitted 
ainendments to be esuered by an !::xani!ner\s arnendrnetu in order to place the pendii^g 
apphcati()n in ctnuiilion tor aiiowance. The ILxamirier performed n subsequent search artd 
issued a new (,)ffice .Aerion. The liixaniifjer reported iiiis aeiivity to Applicanis' attorney 
(Steve (.jiovannetti) via voice maii on March 1 6, 201 i . 

Rejections utHler35 USC §U)3(iO 

A. tlaitns 48-51 , 53-56, 58. 59 and 61 are rejected under 35 USC § !03(a.) as allegedly 
being unpatentable t-ner Trey/ et al. (DS 6,587,835) in view t.tf Trotta, Jr. {US 5,595,264) and 
turther in view of Bednarek ( l.^S 6,^)56,868}. 

In response, .\ppiicants respecirully disagree. I t is well established thai a prima fade 
case of obviousness requires that all the limitations of a claim must be considered and given 
weight. Applicants submit that the cornbinaiitHt of art prtJposed by the Ofiiee Action fails to 
recite ail of the requrretnetits of the elaiins. 

Applicants subnnt that ccmtrary t<.> the ptxsition taken in the Office Aei!(>!i, Bednarek 
does not teach or suggest the step offsetting up at least one custotnized search etigine table 
to conduct a search by selecting a parameter oi' interest frtim the table, wherein the search 
engnic !ab!e is >et up hs a user o! the mcjhile de\iee " aceordujg to mdependent clanns 48-51 . 
In contrast, !;Jednarek discloses an iiicentive sysietn that may be ct.itnbined with a merchant 
directory. Col, 64, 11. 41-45. .A cehular position locator (CP!,.) system may be used as a 
directriry serviee. Col. 67, 1!. 34-39, One of the menu choice^ available io the user ijl'the 
cellular position locator would be a merchant, vendor and service provider locator. C<i!. 67, 
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l\. 40-42. Als(K a Merchani iaibrniation Database is provkied which may be accessed by 
iTierchants to upload infornKUion penahiing to their goods or services. Coi. 68. i\. 59-61. 
AddiucHuiliy, tigure 7A, cited by the Office Aeiion, shows a menu suninuiry thai could be 
stored in the nieniory ofa digiial celkilar phone. A 1-4 digit code for any pariicuiar fanction 
may be pn.nu3ed and du- directory is one cd the avaihii-sie menu choices. Coi. 69. l.i. 56-67. 

As is ciear fh.>n\ the abt>ve, Bednaret; merely discloses a preset menu vvitb a direciory 
ssorcd in a ccilular phone. The menu am! direct<jr>- ol.' Bedoarek d<.> n.o\ .mvolvc sotting up a 
cusumiized search engine labie as claimed, hxleed. Bednarek dcies n(it leach or suggest 
'■setting up a{ least one cnsto.aij.zcd search c.n.g.i.nc table to conduel a search by selecting a 
parameter cd' interest from the table., wherein the search eogiiie table is set up by a user {)rthe 
mobile device."' 

.Addiuonaliy, ihe OlTice Acnon cites Bednarek for disclosing a customized incentive 
program (l-'ig. 9~l ) where a site alk.Avs users to create a custom incentive prograni in three 
steps, riie user, however is presented vyhh a list ()f sponsoring companies or categ<)ries of 
goods or scr\ ices from ^\hieh the user ma> choose, C ol 55, II 43- 6" I he user is prompted 
ii> clhiose from one or uxire niceutive prognuus (dlered bv ihe spotisor and the user js then 
prvA i Jed deuuis oHhe selected progran! Cul5oJI 1-34, .'\gam, \ppl5eanic cubmu 
tlial liednaick's disclosure ofa eusionn/ed nseenuxe puiguim does tiot teach or suggL~,t the 
step or'\etimg up at least one cusumii/ed search enguie table to conduct a search bs 
selecting a parameter ol interest hxnu the tabic, wherem the scurcii engme table is set up b\ a 
user of the mobile device.'' 

Applicants also submit diat Bednarek docs not teach or suggest liic additional 
clemcm^- ofclaim 50 ta-^ amcjidcd) ajui clami bl, ' \\ herein at least one flag may he s^-t lor 
regularK interr(\gatfng a sftc and noidsmg the user oi an event triggering a need \\hich ha,^ 
been expvc-ised h> tlte user " [lie Office Vctioti cncs Bcdnaj-ek ( oi VA 66 ui Col 1 
as drsclosing diese eienienis f hn\c\ cr. dus passage of Bednarek merei\ discloses a data 
stonigeand mciuov) uiiit t>f ati nitentixc svstcm that keens tvai.k o{ infonnation lof each 
progi'an-t paiticfpant I he uiut also mcludcs a base point awartt uibie aiu! a redeifipt ion rate 
adjustment table t'nat ptovide infomuuion as 10 the awards eoiKsponding to certani 
pai'iitipanl actions. ( oi .^'fA OOioi'ui 3S. ! Apphcanis \ubmii that such disLlosute 
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docs not tCoKh oi yaggc-.t, ' d{ least one tliig thai mas be ^et ior leguioils nUcrjojiuUnp a sUc 
and nonfymy ihe user uf an e\i.nt tngy^ung a nceii uhieh hd^ been t;\piwN\cd bs tiif fi\ei ' 

i hu>., '\pp!ictnus submit iliJit die cited art iluh to t*.ach oi suggest, ciThci aiouc or in 
Lt>njb!n.UK>n, all o{ the eienitnt-. (jfihe i^hinus 

! uiUicnnoro, as leeiied in MP! P 2U2 Ilic \ edcial Cn«.uii ba^ <-ialcd thai "ro!>_cbons 
i>n obvjouNne;^^ cannot h^, -^uMamcd 'AUii mere conckisoix Ntaicnients, instead, thcJC mn.si be 
sonic artiouiaifd reasot^tng whh sotne raliona! underpinning to snpport the legal cdnchision. 
ofobvionsncss." Applicants submit that the {.>iriee Acticin has provided no articulated 
reasoning for why a person of skill iti the art vvonld have fbuiid it obvious to eombitie the 
aiit(nnatcd shopping system which utilizes a scanner, according to rrc)tta ir. atid the hatidheid 
coi^ipuiing device with scanner (if Trey/ vvith Uk- rncrciiant dircctC'ry and incentive program 
ofBednarek. 1'has, Applicants submit that the OtTice Action tails io establish a prima facie 
case of obviousness. 

for ai least t!\e reasons given above, Applicanis respectfully submii thai independent 
Claims -18, 50 and 5 1 , and the claims dependcfU therefrom, are therefore patetuuble over 
I'reyz, i' njtta, Jr. and fkdoarck, alone or in ct.mihimtiji'in. 

Accordingly, Apphcant respeeifully requests the reconsideration and withdrawal of 
the rejection under ..^5 U.S.C. §103. 

K Claim 57 is rejecied under 35 CISC" ^^l(^3^a) us aliegedly being uripatentabie over 
Freyz et af (1 6,587,835) in view of I'rotta, Jr. i US .5,595,264) in view of Bednarek (US 
b,95b,g68}and further in view of Brophy {1 2003/0055974). 

In response. Applicants submit that Treyz, I rotta, Jr. and liJetliiarek do not teach or 
suggest all of tlie elements of independent claims 48, 50 and 5 1 and Brophy fails to cure the 
defects of Treyz, Trolta, .)v. and fJcdnarek. Claim 57 depends from claim 48 and hkcwisc is 
n(>t rendered (ibvious by the cited art. Accordingly, Applicants respectfully request 
reconsideration and withdrawal of the rejections under 35 U.S.C.§i03. 

f.\ Claim 60 is rejecied under 35 l.KSC' §103(a) as allegedly being unpatentable over 
Freyz et al. (US 6,587,835) m view of Frotta, Jr. (US 5,595,264) in view t.>f l.^edaai-ek (US 
6.056,868} and further in view of Fanaka (US 7,008,456). 
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hi respi.^nsc. Applicants subtD.it that Treyz, l'rotU'.u Jr. and Bcdnarck. do not teach or 
sugge.si all of ihe elements o.f independent claims 48, 5ii and 5 \ and 1'anaka Tails io eu.ie the 
defects orireyz, Trotia, ..Ir. and !;k'dnarek. Claim 60 depends from cSainj 50 and likewise is 
not rendered obvious by the cited art, .Aecordingiy., Applicants respectfitily request 
reconsideration and vviiiKlrawal of die rejectitjns under 35 1?.S,C'.§1{)3. 

i). (riaim 62 is rejected under 35 l;SC' 5 i03(;j) as allegedly being unpaicntablc over 
Treyz et ai. {US 6.587.835) in view (ifTrotta, Jr. (US 5,5'->5,264) in view of Bednarek (i,.!S 
6,956,868) and inrUier ir> view or.r)avi.s et al. (U^S 6,965,682). 

in response. Applicants submit that Treyz, I rotiu, ir, and Bcdnarek do not teach or 
suggest all of ihe elcinenis of independent claiius 48, 50 and 51 and Davis faiis to cure ifie 
defecis oi Treyz, Irotia, .)f. and Bednarek. Claim 62 depends from claim 5 1 and likewise is 
not rendered obvious by the cited art. .'\ccordingly. Applicants respectful iy request 
reconsideraiion and wiilidrawai of [ise rejections under 35 t^S.(^^^H)3. 
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CONCLUSION 

hi sicv ol tiic db(.Ac. each oi the pie^cniK pondina ciaiiii^ m lh^^ appiKaUon is 
hcMKwd lo K m euniiitton Un diiowaucc Xccofdiniily, i x.jnisnfi is TtspcctfiiiK 
rcqueisted lo \\ilhdf,n\ iIk' outstanding icjcciums and pa--^ \h\s apphtanon K> ibswc If it h 
dcit'iiiiincd that a felcphoiiO ct,>nlcR'iKc uouk! cvpcditc the proNt'cutson uf this apphcaiuai, 
the \ ^a^uncr is insitcd telephone the undcusigned at the number en hekw 

hi ihe e\cni the appiopnatc tee and peiition lo not tiled hefc\\iih and tht, I > S 
P;Ucnt (Uui I uidein<uk OtjiK,^. deti.uiune^ that .in e\len.Mon .tuti or othcj rehei 5s jequue<i, 
'\pp!icant petuion^ for ans required rchef UKludini; e\te!is!(ms of tunc and authorize ihe 
t t,i!nnnss!uiiei lo eliatL'C tiie <l.ovi uf sni^U peiitit.>i!S and <,u other fees due etnincetion v\Uh 
this ilUiig to De posit \ocounr No. 50-3'>73 reicreticiiiij '\tiOinev Docket \o 
tPlil N/002U2 Huue\e\ t!ie t t,>ninnssu)iiei is noi autht,in/ed tt.> i,h<Hiie ihe cost oi the 
Issue ice L(>the DeposU \ceoani 

llcspcci luhy submitted, 

/Si even M. Giovannciti/ 

Steven M. Giovannetti 
Registratioi) No. .5 i J}9 

C ustomer No. 40518 

i;..eviiie l^iJL'ade khin k.LP 
2400 Ceng Road, Suite 120 
Pit k> Alto, {:"A9430;5 
DirecL- 1^50) 646-25"0 
Fax: (650) 284-2180 



12 of 12 



